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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- | NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IXI Responsive to communication(s) filed on 06 September 2006.
2a)[] This action is FINAL. 2b)X This action is non-final.
3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
- closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213.

'Disposition of Claims

A Clalm(s) 1,3-9,17-19,21-27,37,39,41-45.65-67.70.72-74 and 115-117 is/are pendlng in the application.
4a) Of the above claim(s) ____ is/are withdrawn from con3|derat|on

5[ Claim(s) ___is/are allowed.

6)X] Claim(s) 1, 3-9, 17-19, 21-27, 37, 39, 41-45, 65-67, 70, 72-74, 115-117 is/are rejected.

7)[J Claim(s) _____is/are objected to.

8)[1 Claim(s) " are subject to restriction and/or election requirement.

Application Papers

9)[] The spe,cificati'on is objected to by the Examiner.
10)1J The drawing(s) filed on is/are: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR.1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[JAIl  b)[J Some * c)[]] None of: :
1.0 Certified copies of the priority documents have been received.
2. Certified copies of the priority documents have been received in Application No. _____
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed.Office action for a list of the certified copies not received.

Attachment(s)

1) & Notice of References Cited (PTO-892) ) 4) [:' Interview Summary (PTO-413)

2) [ Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _____

3) L] information Disclosure Statement(s) (PTO/SB/08) 5) [] Notice of Informal Patent Application
Paper No(s)/Mail Date _____. 6) D Other:

U.S. Patent and Trademark Office
PTOL-326 (Rev. 08-06) . Office Action Summary Part of Paper No./Mail Date 20061126
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DETAILED ACTION

Response to Amen_dment
1. Tﬁis office action is in reéponse to the >amendr'nent filed on September 6, 2006. Applicant
| amended claims 1, 3-9, 17-19, 21-27, 37, 39, 41-45, 65-67, 70; 72-74, 115-117, énd cancelled
claims 2 and 71. The Amendment filed on September 6, 2006 have been entered and made of
record. Therefore, pending claims 1, 3-9, 17-19, 21-27, 37, 39, 41-45, 65-67, 70, 72-74, 115-117

are presented for further consideration and examination.

Response to Arguments
2. Applicant's arguments with respect to claims 1, 18, 19, 37, 65, and 70 have been

considered but are moot in view of the new ground(s) of rejection.

Claim Rejections - 35 USC § 103
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
‘having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

4. Claims 1, 5, 7-9, 17-19, 23-27, 37, 41, 43-45, 65, 70, 72, 74, and 115-117 are rejected
under 35 U.S.C. 103(a) as being unpatentable over Katz et al. (Hereafter, Katz) U.S. Patent

5,926,624 in view of Tanaka et al. (Hereafter, Tanaka) U.S. Patent 7,113,927.
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Regarding claims 1, 19, 37; 65, and 70, Katz discloses a content distribution system
(Figure 10) which comprises a poftable terminal (e.g. playback device, 212), a distribution server
(e.g. Library Server, 260) capable of communicating with said portable terminal (e.g. Figure 10,
212 communicates with 260), and a client terminal (e.g. client system 214 or 814) capable of
communicating with said distribution server and in which a content item is distributed from said
distribution server to said portablle terminal by use of said client terminal (e.g. Figure 10;.
communication between 212, 214, 240,.and 260), wherein sqid distribution server comprises:
triél content distribution means for distributing, in response to a request from said clieﬁt terminal,
a trial éontent item to said client ferminal (col. 13 lines 25-58); said client terminal comprises:
trial cdntent request meaﬁs for requesting said distribution server to distribute the trial content
item to sajid client ferminal, trial.content item receiving means for receiving said trial content
item distributed from said distribution server, reproducing means for reproducing said received
trial content item, and regular content request'meéns for requesting said distribution server to
distribute the regular content item to said portable terminal (col. 8 lines 7-12; énd col. 13 lines
19-58); and said portable terminal comprises: regular' content item receiving means for receiving
said regular content item distributed from said distribution server, and reproducing means for
reproducing said received regular content (cbl. 13 lines 25-58); however, Katz does not qlearly
discloses régular content distribution means for distributing, in response to a request frdm client
terminal, a regular content item to said portable terminal and charging a fee to a user of said
portable terminal, when the regular content item is distributed to said portable terminal.

Tanaka teaches regular content distribution means for distributing, in respbnse toa

request from client terminal, a regular content item to said portable terminal and charging a fee
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o a user of said portable terminal, when the content item is distributed to said portable terminal
(Figure 2, col. 6 last paragraph through col. 7, 1* paragraph). |

It would have been 0bVi0uS to one of the ordinary skili in the art at the time of tiie
invention was made to incorporate Tanaka’s teaching into Katz’s method to provide regular
content from the distribution server to the f)ortable terminal upon the client terminal request, and
chargiﬂg a fee to a user of said portable terminal in order to prevent data contents from being
illegally copied, achieving highly efficient data éompression and transmission (e.g. col. 2 lines 1-
3).

Regaiding claims 5 , 23', and 41, Katz further discloses regular content request means of
said client terminal comprises portable-terminal-specifying-data transmission means for
transmitting to said distribuiion se\ier data for specifying said portable terminal, and said regular
content distribution means of said distribution server comprises direct distribution means for
distributing the regular content item directly to said portable terminal specified by the data
transmitted by said portable-terminal-specifying-data transmission meaiis (Figures 2, 8 and 10;
col. 13 lines 19-64 and cql. 16 last paragraph through col. 17 1% paragraph).

. Regarding claims 7, 25, 43, 74 and 115-117, Katz further discloses client terminal
comprises type-specifying-data transmission means for tiansmitting to said distribution server
data which specify a type of said reproducing means of said portable terminal, and ;aid regular
content distribution means of said distribution server distributes to said portable terminal a
regular content item corresponding to the data which specify the type of said reproduéing means

of said portable terminal (col. 13 lines 19-64).
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Regarding claims 8, 26 and 44, Katz further discloses distribution server comprises a
database which stores a content item (Figure 2; Digital information files 262); and said regular
content distribution méans of said distribution server pfocesses the content item sfored in said
database in accordance with the data which specify the type of said reproducing means of said
portable terminal and distributes the processed éontent item to said portable terminal as the
requested regular content item (col. 8 2™ paragrapl;; énd col. 13 lines 19-64).

: Regarding claims 9, 27 and 45, Katz further discloses distribution server comprises a
database which stores a piurality of content’items (Figure 2; Digital information files 262)
corresponding to types of said reproducing means of Said portable terminal, and said regular
content diétribution means of said distribution server selects one content item from the plurality
of vcontent items stored in said database in accordance with the data which specify thevtype of
said reproducing means of said portable terminal and distributes the selected content item to said
_ portable terminal as the requeéted regular content item (col. 8 P paragraph; and col. 13 lines 19-
64). |

Regarding claim 17, Katz further discloses a different trial content item is distributed
dependiﬁg on the type of said reproducing means of said portable terminal (col. 13 lines 36-40);

Regarding claim 18, Katz further discloses 'distribution server corriprises charging means
charges a predetermiﬁed fee as said fee to the user 6f said portable terminal when the regular
content item is distributed, and charges a fee lower than the predetermined fee to the user of said
portable terminal when the trial content item is distributed (col. 11 1% paragraph).

Regarding claim 72, Katz further discloses content request processing comprises

portable-terminal-specifying-data transmission processing for transmitting to said distribution
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server data for specifying said portable terminal (Figures 2, 8 and 10; col. 13 lines 19-64 and col.

16 last paragraph through col. 17 1* para ra‘h.
parag g paragrap

Claim Rejections - 35 USC § 103
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

| 6. Claims 3, 4; 6,21, 22, 39, 40, 42, 66, 67 and 73 are rejected under 35 U.S..C. 103(a) as
being unpateﬁtable over Katz in view of Dodd U.S. Patent 6,633,849.

Regarding claims 3, 4, 21, 22, 39, 40, 66 and 73, Katz discloses a content distribution |
system which comprises a portable terminal, a distribution server capable of communicating with
said pdrtable‘ terminal,' and a client terminal capable of communicating with said distribution
server and in which a content ite.m is distributed from said distribution server to said portable V.
terminal i)y use of said client terminal; however, Katz fails to teach distribution server
comprises: URL mailing means for sending an electronic mail to said portable terminal in order
to transmit to said portable terminal a URL of a do§vnload page for downloading the regular _
content item, and download means for distributing the regular confent item to said portable
. terminal, in response to access to the URL, by said portable terminal, and said portable terminal
comprises content obtaining means for accessing the URL of the download page transmitted

from said distribution server in order to download the regular content item.
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Dodd teaches distribution server comprises: URL mailing means for sending an
electronic mail to said portable terminal in order to transmit to said portable terminal 'a URL bf a
download page for downloading the regular content.item, and download means for distributing
the regular content item to said portable terminal, in response to access to the URL, by said
portable terminal, and said portable terminal comprises content obtaining means for accessing
the URL of the dbwnload page transmitted from said distribution server iﬁ order to download the
regular content item, and content request means of said client terminal comprises addreés
transmission means for tranémitting to said distribution server a mail address of said portable
terminal to which the URL of the download page is to be traﬂsmitted by means of an electronic
mail (Figure S; and col. 11 lines 41 through col. 12 lines 13).

It would have‘ beén obvious to one of the ordinary skill in the art af the time of the
invention was made to incorf)orate to Dodd’s teaching into Katz’s method to provide the
intended recipient email address and send an URL link to the' intended recipient for dov‘vnloading

the content, because by making extensive use of e-mail because it is fast, flexible, and reliable.

Regarding claims 6, 24, 42 and 67, Katz discloses the data transmitted by said portable-
terminal-specifying-data transmission means of said client terminal, and direct distribution
means 6f said distribution sérver tran.smits the regular content to the portable terminal; however,
Katz fails to teach the use of mail address of the portable terminal to transmit the regular content
item. |

Dodd teaches distribution server use of mail address of the portable terminal to transmit

the regular content item (Figure 5).



Application/Control Number: 09/882,721 . Page8
Art Unit: 2143 o

It would have been obvious to one of the ordinary skill in the art at the tinfelof the
invention was made to incorporate to Dodd’s teaching into Katz’s method to provide the
intended recipient emaii address and send an URL link to the intended recipient for downloading
the regular content, beéause by making extensive use of e-mail because it is fast, flexible, and

reliable.

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Phuoc‘H. Nguyen whose telephone number is 571-272-3919.
The examiner can normally be reached on Monday - Friday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, David Wiley can be reached oﬂ 571-272-3923. The fax phone number for the
organization where this application or pfoceeding is assigned is 703-872-9306.

Information regarding the status of an application may be obtained from the Patent
Application Ihfonnation Retrieval (PAIR) system. Status information for pﬁblished applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Pri\}ate PAIR only. For more information about the PAIR
system, see http://pair-.di‘recAt‘.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

Phuoc H Nguyen
Examiner

Art Unit 2143
November 26, 2006
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